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Before Sinms, Quinn and Bucher, Adm nistrative Trademark

Judges.

Qpi nion by Sims, Admi nistrative Trademark Judge:

Vital Processing Services, L.L.C. (applicant) has
appeal ed fromthe final refusal of the Trademark Exam ni ng
Attorney to register the mark VI RTUALNET for providing
financial information by electronic maans.EI The Exami ni ng
Attorney has refused registration under Section 2(e)(1) of

the Act, 15 USC 81052(e)(1l), on the basis that applicant’s

! Application Ser. No. 75/547,155, filed Septenber 3, 1998, based
upon applicant’s allegation of a bona fide intention to use the
mark in comrerce.
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mark nmerely describes a feature or manner by which
applicant’s services are provided. Applicant and the
Exam ni ng Attorney have submitted briefs and an oral
hearing was hel d.

W reverse.

Rel yi ng upon dictionary definitions and excerpts from
the Nexis conputer search system the Exam ning Attorney
argues that applicant’s mark is equivalent to the
expressi on VI RTUAL NETWORK, because the word “virtual” is
commonly used with respect to conputers and “net” is a
common shortened formof the word “network.” @G ven the
associ ati on between “virtual” and conputers, the Exam ning
Attorney argues that when consuners encounter applicant’s
mar k VI RTUALNET used in connection with its services, they
are likely to consider the term“NET” in applicant’s mark
as referring to a conputer network, and they wll see
applicant’s mark as a whole as identifying a type of
conputer network or the node of delivery of applicant’s
services -- a virtual network.

The Exam ning Attorney has relied upon a definition of
“networ k” neaning “An interconnected group of networks (an
Internet) that appear as one |large network to the user.
Optionally, or perhaps ideally, a virtual network can be

centrally managed and controlled.” The Exam ning Attorney
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contends that the fact that the term “net” has other

meani ngs in other contexts is not persuasive. |In further

support of his position that the mark is descriptive of

applicant’s services provided via the Internet (or virtual

net wor k) ,

the Exam ning Attorney has relied upon the

foll owi ng excerpts, anong others:

...The project will connect all the hospitals in
the state, via an intranet-based virtual network
to a central statew de health care dat abase.

The Washi ngton Ti nes, Cctober 12, 1998
* * * * * * * *

*

Anot her area of help for new business owners is

the virtual network, a place to communicate with
ot her new busi ness owners...

The Washi ngton Tines, April 6, 1998

* * * * * * * *

At that tinme, Voyager was creating a virtua
network for associations that woul d supply

i ndustry-related informati on and I nternet access
for their nenberships.

Grand Rapi ds Busi ness Journal, Decenber 22, 1997
* * * * *

* * *

*

Sci ence-fiction author WIlliam G bson adapted the
termin 1984 to describe a virtual network:
cyber space.

San Antoni 0 Express-News, March 24, 1996
* * * * * *

* *

*

..connecting LANs, businesspeopl e hel ped create an
el ectroni c highway, a collection of networks
| inked to formone |arge virtual network.
Busi ness Journal - San Jose, Septenber 18, 1995
* *

l
* * * * * * *

As copyright issues continue to be examned in
connection with the “virtual networks” created by
the very existence of the Internet and as
comercial on-line services proliferate and
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expand their nenbership, one policy question to

be faced is whether...

New York Law Journal, July 21
*

* * * * *

1995
*

*

In fact, Rutkowski refers to the Internet as a

“virtual network,” because nmuch of it exists by

pi ggybacki ng on “underlyi ng networks—every

concei vabl e kind of electronic transport

net wor k” ...

The Fresno Bee, Novenber 14, 1994
* * *

* * * *

* *

The Exam ning Attorney has al so nade of record third-
party registrations containing disclainers of the words
“VI RTUAL NETWORK” in an attenpt to show the descriptiveness
of applicant’s mark.

Applicant, on the other hand, nmaintains that its mark
i S suggestive because i mgi nation and thought are required
to understand the rel ationship between applicant’s
financial information services and the mark sought to be
regi stered. Applicant states that it does not have a
virtual network of conputers, but rather offers a bundle of
financial services delivered by the Internet. These
services are designed to enable el ectronic conerce, and
t hey include such services as paynment card processing
services, credit authorization, paynent and settl enent
services, storage of cardhol der information and fraud
nonitoring services, all offered to nmerchants and financi al

institutions. While applicant acknowl edges that its
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services are offered over the Internet, and that its mark
may suggest that its services are sonehow related to
conputers, it is applicant’s position that a mark is not
nmerely descriptive unless it describes a significant aspect
or feature of the services. |In this regard, applicant
argues that the possible incidental suggestion of the neans
or node of delivery of applicant’s financial information
services is not a significant feature of applicant’s
services. Moreover, even if applicant’s mark VI RTUALNET is
interpreted as “VIRTUAL NETWORK,” the latter word
signifying the Internet, it is nevertheless too vague and
broad an expression to be considered nerely descriptive of
applicant’s services, according to applicant. 1In other
wor ds, applicant argues that, to the extent its mark may be
incidentally descriptive of the nmeans by which applicant
delivers its services, this nmeaning is too broad to be held
nmerely descriptive.

Applicant also points to a declaration of record

indicating that its mark was chosen to convey the idea of a

bundl e or “net” of related financial information services
offered online. Further, applicant’s mark, according to
applicant, plays on various neanings of “net”, including
that its services may catch, capture or “net” financi al

data. Applicant also points to other nmeanings of the term
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“NET” in its mark. This range of suggestive neani ngs,
applicant maintains, renders its mark suggestive, not
nmerely descriptive.

Wil e conceding that if applicant’s services were
t el ecomruni cati ons or networking services, the mark may be
nerely descriptive, applicant points out that it offers a
range of financial information services by electronic
nmeans. Applicant also argues that registration would not
deprive conpetitors of the use of the descriptive term
“virtual network.” Applicant enphasizes that its mark is
VI RTUALNET, not “VI RTUAL NETWORK,” and that it is
i nappropriate for the Exam ning Attorney to convert
applicant’s mark into “VI RTUAL NETWORK” and then to argue
that its mark neans the Internet.

A proposed mark is nerely descriptive of goods or
services if it inmmediately describes an ingredient,
quality, characteristic or feature thereof, or if it
directly conveys information regardi ng the nature,
function, purpose or use of the goods or services. Inre
Abcor Devel opnent Corp., 588 F.2d 811, 200 USPQ 215, 217-18
(CCPA 1978). In this regard, it is not necessary that a
term describe all of the properties or functions of the
goods or services in order for it to be nerely descriptive.

It is sufficient that the termdescribes a significant
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attribute or idea about them |In re Venture Landing

Associ ates, 226 USPQ 285 (TTAB 1985). Thus, it is not
necessary that a prospective purchaser of applicant’s goods
or services be inmedi ately apprised of the full panoply of
features of applicant’s goods or services for the termto
be found nerely descriptive.

Upon careful consideration of this record and the
argunents of the attorneys, it is our judgnent that
applicant’s mark VI RTUALNET does not nerely descri be
applicant’s financial information services rendered by
el ectronic neans. Even interpreting applicant’s
description of services to include the providing of these
services over the Internet, we agree with applicant that
i magi nation and thought are required to discern the
possi bl e descriptive significance of applicant’s nmark.

That is to say, sone thought and inmagi nation are necessary
to transformapplicant’s mark into “VI RTUAL NETWORK,” and
then to conclude that this mark nerely descri bes
applicant’s financial information services offered by

el ectronic nmeans, including the Internet. VIRTUALNET used
in connection with electronic financial information
services is at nobst suggestive of these services. Further,
if we have doubt about the nmere descriptiveness of a mark

sought to be registered, that doubt nust be resolved in
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favor of publication. Upon publication, an interested
party who believes that applicant’s mark is nmerely
descriptive will have the opportunity to oppose

regi stration, perhaps froma better position in the trade
to denonstrate nere descriptiveness than the Exam ni ng

At t or ney.

Decision: The refusal of registration is reversed.
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Bucher, Adm nistrative Trademark Judge, dissenting:

As correctly noted by the majority, “[a]pplicant
states that it does not have a virtual network of
conputers....” (p. 4, supra). Yet, applicant’s position
seens to depend upon a strained distinction between
applicant’s “financial services” (where reliance on the
I nternet and ot her conputer networks, applicant argues, is
“incidental,” “insignificant” or “uninportant”), and third
parties’ “tel econmunications services” (where applicant
concedes that the term VI RTUALNET m ght well be nerely
descriptive).

In this regard, applicant’s Executive Vice President,
Donna L. Enbry, states in her affidavit:

4. As is clear fromthe Vital website,
http://ww. vital ps.com Applicant corporation has

actively pronoted a suite of paynent processing
servi ces under the VI RTUALNET mark.

Wth applicant having opened this Wbsite for further
i nspection, we asked trademark counsel at the oral hearing

before this Board to explain the foll ow ng documsnt:EI

Transaction Processing Interface Specifications

VirtualNet[]
Internet Commerce Gateway

2 Vital Processing Services, LLC, Novenber 22, 2000
Transaction Processing Interface Specifications, Virtual Net,

Ver si on 0011,

http://ww. vital ps.com sections/int/int_Interfacespecs. htm .
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o
«  TCP/IP? Virtual Private Network
SSL (Secure Sockets Layer)

... The Vital VirtualNet IP Gateway provides merchants the ability to
process real-time credit card transactions from the Internet... .
The VirtualNet IP Gateway only works with full TCP/IP sessions...

Counsel was unable to explain to nmy satisfaction the
prom nence of the Internet, a focus on this particul ar
I nternet gateway, and the inportance of Internet Protocol
(I'P) throughout this twenty-six-page docunent. The
Internet and applicant’s “Virtual Private Network” are
front and center — not just an “incidental node of
delivery.” Rather, as the above excerpts show, one nust
conclude that the Internet and ot her related conputer
networ ks are indeed significant conponents of applicant’s
“providing financial information by el ectronic neans.”

Further, nowhere in this |ong docunent do we see a

si ngl e suggestion that the “net” suffix in this mark may
serve as a reference to “bundling” financial services, to
“capturing” relevant financial data, or to enhancing
merchants’ “net” profits, etc.

Mor eover, applicant has argued throughout the
prosecution of this application that the Trademark

Exam ning Attorney has inproperly “dissected” applicant’s

mark. | disagree. Rather, the Trademark Exam ning

3 TCP/ I P (Transm ssion Control Protocol/Internet Protocol).

10
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Attorney has correctly shown that to those famliar with
the “net,” “Virtual Net” (or “virtual net”) is clearly a
frequently used, exact shorthand expression for “virtual
network.”® Then in order to close the circle on this
analysis, | note that applicant’s own Whbsite shows that
the recited services are totally reliant upon the Internet
to create the security and reliability that applicant’s
touts for its own “virtual private network.”

Applicant argues that “VIRTUALNET is a clever mark
that plays on the many different connotations of the word
‘net.’”EI Yet applicant’s own use of the termin context
ensures that the prospective custoners’ “first reaction,”
“second reaction” and even “third reaction” to this term
will be that of a “virtual network.” Accordingly, |
di sagree with applicant and with the najority on this
point, and I would affirmthe instant refusal to register.
In conclusion, | nust admt that | find applicant’s
argunents herein to be even nore clever than its choi ce of

mar ks.

4 Cf. In re Abcor Devel opnent Corp., supra at 219 (R ch, J.,
concurring) [term “GASBADGE" held nerely descriptive of a device
to determne and nonitor pollution, because “users of |anguage
have a universal habit of shortening full nanes,” and hence it is
“inevitable that a gas nonitoring badge will be called a gas
badge as the name of the goods to the sane extent as gas
monitoring badge is the [full] name” of such goods].

> Applicant’s appeal brief, p. 12.
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